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(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial 
proceedings which will directly affect or be directly affected by or have a bearing on the 
Board's decision in the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection 
contained in the brief is correct. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is 
correct. 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(8) Evidence Relied Upon 

5983229 Houchin et al. 11-1999 

5025396 Parks etal. 6-1991 



Application/Control Number: 10/071,590 
Art Unit: 2166 



Page 3 



(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 
Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various. claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

2. Claims 1-11, and 14-16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Houchin et al. ('Houchin' hereinafter), USP 5,983,229 in view of 
Parks et al. ('Parks' hereinafter), USP 5,025,396. 
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With respect to claim 1 , 

Houchin discloses a method for automatically updating non-image data stored at 
a first storage location using a first image application, said non-image data being 
associated with a digital image of a user (see. col. 2, lines 18-26), comprising the steps 
of: 

providing new information with respect to said digital image in a second image 
application same (see col. 1, lines 5-11); and 

automatically updating said non-image data at said first storage location with 
respect to said information (see col. 2, lines 54-56, Fig. 1). 

Houchin does not explicitly indicate claimed "automatically updating". 

Parks discloses automatically updating (automatically update the coded data, 
see col. 10, lines 3-6, Parks). 

It would have been obvious to one ordinary skill in the data processing at the 
time of the present invention to combine teachings of the cited references because 
automatically updating of Parks teaching would have allowed Houchin's system to 
merge of digitalized images with alphanumeric character strings in a data processing as 
suggested by Parts at col. 1 , lines 12-13. 

As to claim 2, 

Houchin teaches wherein said second image application further comprises an 
application for the production of an image product (see col. 2, lines 18-26). 
As to claim 3, 
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Houchin teaches wherein said second image application runs on a computer 
which is associated with said first storage location (see col. 3, lines 36-39, Fig. 2 et 
seq). 

As to claim 4, 

Houchin teaches wherein said non-image data and said digital image are stored 
at said first storage location (see col. 3, lines 66-66, Fig. 3 et seq). 
As to claim 5, 

Houchin teaches wherein said non-image data is contained within said digital 
image (see col. 3, lines 66-66, Fig. 3 et seq). 
As to claim 6, 

Houchin teaches wherein said provided information is used to update said non- 
image data associated with a group of said digital images of a user (see col. 4, lines 10- 
15, Fig. 3 et seq). 

As to claim 7, 

Houchin teaches wherein said group of said digital images comprises an album 
page and said provided non-image information is provided with respect to a feature of 
the album page (see col. 3, lines 66-66, Fig. 3 et seq). 

With respect to claim 8, 

Houchin discloses a method for automatically updating non-image data stored at 
a first location, said information being associated with a digital image of a user (see col. 
2, lines 18-26), comprising steps of: 
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providing at least one digital image of a user to a remote image server (see col. 
1, lines 5-11); 

said user granting access to at least one third party to said at least one digital 
image stored at said remote image server (see col. 1 , lines 5-1 1 and Abstract); 

said third party providing information with respect to said at least one digital 
image using an image application running at said remote site (see col. 1 , lines 5-11); 
and 

automatically updating said non-image data with said information (see col. 2, 
lines 54-56, Fig. 1). 

Houchin does not explicitly indicate claimed "automatically updating". 

Parks discloses automatically updating (automatically update the coded data, 
see col. 10, lines 3-6, Parks). 

It would have been obvious to one ordinary skill in the data processing at the 
time of the present invention to combine teachings of the cited references because 
automatically updating of Parks teaching-would have allowed Houchin's system to 
merge of digitalized images with alphanumeric character strings in a data processing as 
suggested by Parts at col. 1, lines 12-13. 

As to claim 9, 

Houchin teaches wherein the step of said third party providing information with 
respect to said at least one said digital image further comprises providing comments 
with respect to a photo album stored at said remote site (see col. 3, lines 66-66, Fig. 3 
et seq). 
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With respect to claim 10, 

Houchin discloses a method for updating non-image data stored at a first 
location, said information being associated with a digital image of a user (see col. 2, 
lines 18-26), comprising steps of: 

providing at least one digital image of a user to a remote image server (see col. 
1, lines 50-51 etseq); 

said user granting access to at least one third party to said at least one digital 
image stored at said remote image server (see col. 2, lines 63-67 et seq); 

said third party providing information with respect to said at least one digital 
image in an image application running at said remote image server (see col. 3, lines 66- 
66 and Abstract, Fig. 3 et seq); 

notifying said user of the existence of said information with respect to said at 
least one digital image (see col. 3, lines 66-66, Fig. 3 et seq); and 

automatically updating said non-image data with said information if said user 
decides to do so (see col. 4, lines 10-15, Fig. 3 et seq). 

Houchin does not explicitly indicate claimed "automatically updating". 

Parks discloses automatically updating (automatically update the coded data, 
see col. 10, lines 3-6, Parks). 

It would have been obvious to one ordinary skill in the data processing at the 
time of the present invention to combine teachings of the cited references because 
automatically updating of Parks teaching would have allowed Houchin's system to 



Application/Control Number: 10/071,590 Page 8 

Art Unit: 2166 

merge of digitalized images with alphanumeric character strings in a data processing as 
suggested by Parts at col. 1 , lines 12-1 3. 
With respect to claim 11, 

Houchin discloses a method for updating non-image data associated with digital 
images of a user stored at a first storage location (see col. 2, lines 18-26), comprising 
the steps of: 

granting access to said digital images stored at said first location to at least one 
third party (see col. 2, lines 63-67, Fig. 3 et seq); 

transferring at least one of said digital images from said first storage location to 
said third party's computer over a communication network (see col. 1 , lines 50-51 et 
seq); 

said third party providing information with respect to said at least one digital 
image in an image application running on said third party's computer (see col. 1, lines 
50-51 et seq); 

notifying said user over said communication network of the existence of said 
information with respect to said at least one digital image (see col. 3, lines 66-66, Fig. 3 
et seq); and 

updating said non-image data stored at said first storage location with said 
information if said user decides to do so (see col. 4, lines 10-15, Fig. 3 et seq). 

Houchin does not explicitly indicate claimed "automatically updating". 

Parks discloses automatically updating (automatically update the coded data, 
see col. 10, lines 3-6, Parks). 
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It would have been obvious to one ordinary skill in the data processing at the 
time of the present invention to combine teachings of the cited references because 
automatically updating of Parks teaching would have allowed Houchin's system to 
merge of digitalized images with alphanumeric character strings in a data processing as 
suggested by Parts at col. 1 , lines 12-13. 

As to claim 14, 

Houchin teaches wherein said computer is located remote from said first storage 
location (see col. 4, lines 10-15, Fig. 3 et seq). 

As to claim 15, Houchin teaches wherein said first storage location comprises a 
computer of said user and said remote computer comprises that of a third party (see 
col. 4, lines 10-15, Fig. 3 etseq). 

Claim 16 has same subject matter as of claims 8 and 10 and essentially rejected 
for the same reasons as discussed above. 

(10) Response to Argument 
This Examiner's answer will address the arguments in the order in which they appear in 
the appeal brief. For simplicity, Examiner's answer will also label the argument with the 
claims for which each argument has been advanced 

Argument (1) (Claims 8,9,10,11,16): Neither Houchin nor Parks disclose said 
user granting access to at least one third party to said at least one digital image stored 
at said remote image server as recited in independent claims 8 and 16 because 
Houchin merely discloses the ability to manage extension data and Park fails to cure the 
deficiencies of Houchin. 



Application/Control Number: 10/071,590 
Art Unit: 2166 



Page 10 



In response to argument (1): examiner respectfully makes reference is made to 
MPEP 2144.01 - Implicit Disclosure"[l]n considering the disclosure of a reference, it is 
proper to take into account not only specific teachings of the reference but also the 
inferences which one skilled in the art would reasonably be expected to draw 
therefrom." In re Preda, 401 F.2d 825, 826,159 USPQ 342, 344 (CCPA 1968). In this 
case Houchin discloses that applications can manage image data as well as non-image 
data across network (See column 1 lines 45-51). Therefore while Houchin does use 
extensions in the management of both image and non-image, an artisan of ordinary skill 
in the pertinent art would understand that this also includes image data being accessed 
or copied by a third party since the purpose of allowing applications to run on a network 
is to grant access to files and resources not stored locally. 

Argument(2) (Claims 1-11,14-15):Houchin and Park do not disclose expressly 
or inherently, at least said third party providing new non-image information with respect 
to said at least one digital image using a second non-related image software application 
running at said remote site as rejected in independent claims 8 and 16. 

In response to argument (2) examiner respectfully submits that in particular, 
Houchin teaches this limitation as, providing an image file structure to supports a 
header, image data, non-image data and extension portions and said extensions 
portions including extension data and an extension persistence value selected to 
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indicate if extension data is to be maintained "provide" as part of the image file when 
modifications "added" have been made to the image data portions of the image file (see 
col. 2, lines 1-8, Houchin). Further, an application must take to add extension data to 
the hypothetical image file. The application starts at 30 and steps to reading the 
number of extensions field 16 from the image file 10 at step 32 and increments this 
value at step 34. If per decision block 36 the incremented value is 1 , the extension 
about to be added is the first extension to be added to the image file 10. The 
application must determine the location in the file where the extension data will be 
written per step 38 and then write the incremented number of extensions, the extension 
#1 offset and the extension #1 data to the file per step 40. If the incremented value of 
the number of extensions field is not one, then there are already extensions in this file. 
The application can read the extension data 26 for the extensions already in the file into 
a buffer in memory per step 42. The application can then determine the new offsets for 
both the existing extensions and the new extensions, taking into account the space 
required to store the extension offset for the new extension per step 44. The new 
extension data is then added to the buffer in memory per step 46. Finally, the 
incremented value of the number of extensions field, the buffer of extension data and 
the extensions offsets are written to the file per step 48 (see col. 3, lines 36-58, 
Houchin). Moreover, the application is disclosed as running on a remote site for the 
same reasons as disclosed in argument 1. 
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Argument (3) (Claims 10,11): Houchin and Parks do not disclose expressly or 
inherently, at least notifying said user of the existence of said new non-image 
information with respect to said at least one digital image as recited in independent 
claims 10,11 

In response to argument (3) examiner respectfully submits In this case Houchin 
discloses verifying extension data (See figures 3 and 4). An artisan of ordinary skill in 
the pertinent art would understand that one way of verifying information is to ask the 
user. Asking the user accomplishes 2 goals (1) users can clear up any errors, if they are 
the reason the system cannot read data (in this case extension data) and (2) users can 
verify that the data is in fact not valid. Reference is made to MPEP 2144.01 - Implicit 
Disclosure "[l]n considering the disclosure of a reference, it is proper to take into 
account not only specific teachings of the reference but also the inferences which one 
skilled in the art would reasonably be expected to draw therefrom." In re Preda, 401 
F.2d 825, 826, 159 USPQ 342, 344 (CCPA 1968) 

Subsequent to an analysis of the claims it was revealed that a number of 
limitations recited in the claims belong in the prior art and thus encompassed and/or 
implicitly disclosed in the reference (s) applied and cited. It is logical for the examiner to 
focus on the limitations that are "crux of the invention" and not involve a lot of energy 
and time for the things that are not central to the invention, but peripheral. The examiner 
is aware of the duties to address each and every element of claims, however, it is also 
important that a person prosecuting a patent application before the Office or an 
stakeholders of patent granting process make effort to understand the level of one of 
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ordinary skill in the (data processing) art or the level one of skilled in the (data 
processing) art, as encompassed by the applied and cited references. The 
administrative convenience derived from such a cooperation between the attorneys and 
examiners benefits the Office as well the patentee. 

In view of the above, the examiner contends that all limitations as recited in the 
claims have been addressed in this Action. 

Argument (4) (Claims 1-7 and 14-15): Houchin and Park do not disclose 
expressly or inherently automatically updating said non-image information stored on 
said electronic memory device at said first storage location with respect to said new 
non-image information as recited in independent claim 1 . 

In response to argument (4) examiner respectfully submits that applicant's 
arguments against the references individually, one cannot show nonobviousness by 
attacking references individually where the rejections are based on combinations of 
references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); in re Merck & 
Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

. Further, in response to applicant's arguments, the Examiner respectfully submits 
that in particular, Houchin teaches particular limitation as stated above. Houchin does 
not explicitly indicate claimed "automatically updating". Parks remedy such kinds such 
kinds deficiency by teaching automatically update the coded data, see col. 10, lines 3-6, 
Parks. It would have been obvious to one ordinary skill in the data processing at the 
time of the present invention to combine teachings of the cited references because 
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automatically updating of Parks teaching would have allowed Houchin's system to 
merge of digitalized images with alphanumeric character strings in a data processing as 
suggested by Parks at col. 1, lines 12-13. 

(11) Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the 
Related Appeals and Interferences section of this examiner's answer. 
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Conclusion 

Claims 1-11 and 14-16 are properly rejected under 35 U.S.C. §103(a). Houchin 
discloses all claim limitation with the exception of automatically updating. Parks 
however cures the deficiency of Houchin by disclosing automatically updating. 
Therefore the proper and valid combination of Houschin and Parks disclose all claim 
limitations as stated. For the above reasons, it is believed that the rejections should be 
sustained. 



Respectfully submitted, 

Leon J. Harper 
Patent Examiner 
Art Unit 2166 
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